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By Joseph A. Saltiel 

Since 2006, to get a permanent injunction in a patent case, the patentee has to demonstrate that:  1) it has 

suffered irreparable harm; 2) remedies at law, such a money damages, are inadequate to remedy the harm; 3) 

the balance of hardships favor an injunction; and 4) the public interest would not be disserved by an injunction.  

To show irreparable harm, the patentee has to demonstrate there is a casual nexus between the harm and the 

patent infringement.  Traditionally, courts have required a direct link between the harm and infringement.  For 

example, the patentee would have to show that its lost sales were predominantly or solely due to the infringer’s 

use of the patented technology.  In Apple v. Samsung, Case No. 2014-1802 (Fed. Cir. 2015), the Federal Circuit, 

however, used a more flexible approach to find that there was a casual nexus between infringement and harm.  

Apple asserted that Samsung’s smart phones, which have thousands of features, were infringing its patents.  The 

Federal Circuit recognized that it would be nearly impossible to determine which, if any, of those features were 

driving demand for the product.  Thus, it was an error for the district court to require Apple, the patent holder, to 

prove that the infringing features, which accounted for only a few of the thousands of features, were the exclusive 

or predominant reason why consumers bought Samsung’s phones.  Instead, Apple had to show that the patented 

features impacted consumers’ decisions to purchase the accused devices.  In this case, there was evidence that 

Samsung copied the features-at-issue, consumers criticized certain Samsung phones for lacking the accused 

features, and consumers found the patented features valuable.  The Federal Circuit held that evidence was 

sufficient to find irreparable harm.  Because the other three factors also favored granting an injunction, the Federal 

Circuit held that the district court should have issued a permanent injunction. 

There was a concurring opinion that argued for an even looser standard for finding irreparable harm when the 

patentee’s reputation as an innovator is challenged or when a competitor infringes a patent because it violates 

the a patentee’s right to exclusive use of a patent.  This opinion will likely make it easier for a patentee to get an 

injunction against a competitor.  Non-practicing entities and companies asserting patents against non-

competitors, will likely still have a difficult time receiving an injunction for any alleged of their patents.   

 

For more information about this article, contact Joseph A. Saltiel, Vice Chair of the Intellectual Property & 

Technology Group, at 312.245.7500 or via e-mail at jsaltiel@masudafunai.com.  
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About the Patent Litigation Group 

 

The Patent Litigation group at Masuda Funai 

counsels and represents clients in patent litigation, 

including the defense of “patent troll” claims and ITC 

actions. We provide pre-litigation counsel and 

opinions of counsel in support of litigation or 

anticipated litigation. We also represent clients 

before the PTO in post grant proceedings, including 

inter parte reviews. 

About Masuda Funai 

Masuda Funai has over 40 attorneys in three offices, 

located in downtown and suburban Chicago and Los 

Angeles. Our practice focuses on representing 

international companies operating and investing in 

the United States. We assist clients in every aspect 

of business, including establishing, acquiring, 

financing and selling operations and facilities; 

transferring overseas employees to the U.S.; hiring 

and managing employees from different countries; 

and structuring the distribution and sale of products 

and services throughout the U.S. 
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